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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 

In re Application of: § 
Hamann, et al. § 

§ 

Serial No.: 10/686,216 § Group Art Unit: 2883 

§ 

Confirmation No.: 5867 § 



§ Examiner: James P. Hughes 
§ 



Filed: October 15, 2003 § 

§ 

For METHOD AND APPARATUS FOR § 

FORMING LATERAL ELECTRICAL § 
CONTACTS FOR PHOTONIC § 
CRYSTAL DEVICES 



MAIL STOP APPEAL BRIEF - PATENTS 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 2231 3-1450 

Dear Sir or Madam: 

REPLY BRIEF 

Appellants submit this Reply Brief to the Board of Patent Appeals and 
Interferences in response to the Examiner's Answer dated February 16, 2007 in the 
Appeal of the above-identified application. 
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REMARKS 



In Section (10) of The Examiner's Answer (See Response to Argument, pages 9- 
11), the Examiner attempts to provide additional reasoning to support rejections of the 
claims on appeal over Shirane. Despite the Examiner's answers, Appellants still 
maintain that the rejections of claims 1-36 under 35 U.S.C. §102 and 35 U.S.C. §103 
are improper. 

A. Construction of the Independent Claims 

The Examiner reiterates in the Examiner's Answer the position that application of 
35 U.S.C. §102 or 35 U.S.C. §103 depends on the interpretation of the claims' recitation 
of "at least one electrical contact positioned to provide electrical control along 
substantially an entire length of said layer" (emphasis added, as recited in independent 
claims 1 and 21). The Examiner again urges that the recitation could be broadly 
interpreted to mean "the entire length of any specific subsection" of the layer (See, 
Examiner's Answer, Page 9). As stated in the Appellants' Appeal Brief, the Appellants 
respectfully disagree with this characterization of the claimed limitation, and submit that 
the limitation clearly refers to the length (/.©., lateral dimension) of the layer , and not the 
length of the lateral electrical contact or any other item disposed on the layer. 

Moreover, the Examiner notes that the Appellants did not amend the 
independent claims (e.g., to recite "the entire length of said layer", rather than "an entire 
length of said layer") after the above-discussed issue was raised. As discussed above, 
however, the Appellants respectfully disagree with the Examiner's assertion that 
construction of the referenced limitation is ambiguous, and submit that no such 
amendment was necessary. In addition, as noted in the Appellants' Appeal Brief, the 
current wording of the limitation was chosen so as to avoid a rejection under 35 U.S.C. 
§112, as the Appellants believed that recitation of "the entire length of said layer" lacked 
antecedent basis. 

B. Shirane 

The Examiner asserts on pages 10-11 of his Answer that the Appellants' claim 
language recites "an obvious variant of Shirane". The Examiner goes on to characterize 
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the arguments set forth in Appellants' Appeal Brief as proposing that Shirane "does not 
explicitly state that the electrodes should be extended along the entire waveguide", and 
suggests that "if Shirane taught that explicitly, it would anticipate placing electrodes 
along the entire length of the waveguide, rather than rendering it obvious". The 
Appellants respectfully submit that these statements misinterpret the argument set forth 
in the Appeal Brief. 

Particularly, the Appellants' argument with respect to the rejection under 35 
U.S.C. §103 is not that Shirane fails to explicitly teach the limitation in question (in fact, 
the Appellants were merely quoting the Examiner's own admission, in the Final Office 
Action, that such explicit teaching is lacking, See, Page 6 of Appellants' Appeal Brief), 
but that the teachings of Shirane cannot be interpreted to motivate, suggest or even hint 
at the limitation. Specifically, Shirane does not teach or suggest that the operation of 
the subject invention, which aims to prevent the propagation of light through the 
waveguide, is in any way tied to the length of the electrodes. Moreover, Shirane does 
not contemplate or even suggest the desirability of a reduction in optical field distortion 
and light absorption, as the Appellants' claimed invention seeks to achieve. Therefore, 
the Appellants submit that the teachings of Shirane simply do not motivate or suggest 
the desirability of electrodes that are anything other than regional, as suggested by the 
Examiner. 

C. Double Patenting 

The Examiner notes that the terminal disclaimers over U.S. Patent Applications 
Serial No. 10/755,816 and Serial No. 11/122,152 were filed after the close of 
prosecution. The Appellants respectfully note that the double patenting rejection, to 
which the terminal disclaimers were filed in response, was not raised before the Final 
Office Action of June 9, 2006. The Appellants then filed the terminal disclaimers on 
September 6, 2006 (and not on October 20, 2006, as indicated on Page 11 of the 
Examiner's Answer), /.e., within three months of receiving the Final Office Action. 
Therefore, the Appellants respectfully submit that the terminal disclaimers were filed in a 
timely manner. 
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CONCLUSION 

For the reasons advanced above, Appellants respectfully urge that the rejections 
of claims 1-36 under 35 U.S.C. §102 and 35 U.S.C. §103 are improper. Reversal of the 
rejections in this appeal is respectfully requested. It is believed no fee is due. However, 
in the event a fee is due, kindly charge that fee to Deposit Account No. 20-0782. 



Respectfully submitted, 




Kin-Wah Tong, Attorney for Appellant(s) 
Registration No. 39,400 
Patterson & Sheridan, LLP. 
595 Shrewsbury Ave. Suite 100 
Shrewsbury, NJ 07702 
Telephone: (732) 530-9404 
Facsimile: (732) 530-9808 
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